REMARKS 

Claims 1 to 5 are pending in the application. Claim 1 is the only independent 

claim. 

Amendment To The Claims 

Independent claim 1 has been amended by the present amendment to make 
clear that independent claim 1 is a product claim. That is, the term "forming" has been 
deleted from independent claim 1 . 
Abstract of the Disclosure 

The Abstract of the Disclosure was objected to because it exceeds 1 50 

words. 

In the response to this objection, the Abstract of the Disclosure has been 
amended by the present amendment. 

In view of the amended Abstract of the Disclosure of the present 
amendment, it is respectfully requested that the objection to the Abstract of the Disclosure 
be withdrawn. 
Claim Objection 

Claims 4 and 5 were objected to under 37 C.F.R. § 1.75(c) as being in 
improper form because a multiple dependent claim cannot depend from another multiple 
dependent claim. 

In response to this objection, dependent claim 4 has been amended by the 
present amendment so that multiple dependent claim 4 no longer depends from another 
multiple dependent claim. 

In view of the present amendment, it is respectfully requested that the 
objection to dependent claims 4 and 5 under 37 C.F.R. § 1.75(c) be withdrawn. 
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S112 

Claims 1 to 3 were rejected under 35 U.S.C. §112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claims 1 to 3 were rejected under 35 U.S.C. §112, first paragraph, on the 
issue of enablement of the disclosure of the specification. 

These rejections under 35 U.S.C. §112, first and second paragraphs, as 
applied to the amended claims, are respectfully traversed. 

By the present amendment, independent claim 1 has been amended to make 
clear that independent claim 1 is a product claim. The present amendment deletes the term 
"forming" from independent claim 1 . 

Both of these rejections appear to be based upon the specification starting at 
page 9, line 1 7 disclosing that the Sn dendrites are provided by grov^h starting points 
located at a bottom surface of the Sn-Zn coating layer. 

The applicants have made clear in the specification at page 8, lines 15-18 

that the present invention 

is characterized by the coating surface having 
Sn dendrite crystals and Sn dendrite arm spacings 
buried by an Sn-Zn two-way eutetic structure. 

This is the language of claim 1 . Claim 1 is a product claim. The applicants 

have evidenced they had no intent to limit the new and useful product they have discovered 

by the method of making the product disclosed in the specification at starting at page 9, line 

17. 
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MPEP §2173.04 is entitled Breadth Is Not Indefiniteness. MPEP §2173.04 

states: 

Breadth of a claim is not to be equated with indefi- 
niteness. In re Miller, 441 F.2d 689, 169 USPQ 597 
(CCPA 1971). If the scope of the subject matter 
embraced by the claims is clear, and if applicants 
have not otherwise indicated that they intend the 
invention to be of a scope different from that 
defined in the claims, then the claims comply with 
35 U.S.C. 112, second paragraph. 

The applicants maintain that the scope of the subject matter claimed by claim 
1 is clear and that applicants have not otherwise indicated that they intend the invention to 
be of a scope different from that defined in the claims. Applicants therefore maintain that 
the claims comply with 35 U.S.C. §112, second paragraph. 

It is therefore respectfully requested that the rejection imder 35 U.S.C. §112, 
second paragraph, be withdrawn. 

With respect to the rejection under 35 U.S.C. §112, first paragraph, the 
claims of the present application are product claims. The specification enables one skilled 
in the art to make the product claimed in the claims without vmdue experimentation. The 
fact that there are inoperable methods and the fact that the applicants do not know every 
operable method that may be discovered by others in the future (which is impossible) does 
not preclude applicants from claiming a new, nonobvious, usefiil product if the applicants 
disclose to one skilled in the art and enable one skilled in the art to make the product 
claimed without undue experimentation. 

The Office Action has made no showing that one skilled in the art would 
need to engage in undue experimentation to make the product claimed in the present 
application. 



1 137286 vl 



6 



Applicants maintain they have provided disclosure which enables one skilled 
in the art to make the product claimed in claims 1 to 5. 

It is therefore respectfully requested that the rejection under 35 U.S.C. §112, 
first paragraph, be withdrawn. 
Allowable Subject Matter 

The applicants are pleased to note that the Office Action advises at page 4 
that none of the prior art of record, not the reviewed prior art, teaches or suggests the 
claimed subject matter. 
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CONCLUSION 



It is submitted that in view of the present amendment and foregoing remarks, 
the application is now in condition for allowance. It is therefore respectfully requested that 
the application, as amended, be allowed and passed for issue 

Respectfully submitted, 
KENYON & KENYON LLP 




John J. Kelly, Jf. 
Reg. No. 29,182 



KENYON & KENYON LLP 
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